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REMARKS 

The Examiner's final Office Action of July 31, 2006, has been carefully considered. In the 
instant application, claims 1, 6-8, 1 1 and 12 are pending and rejected. In view of following remarks, 
the reconsideration and withdrawal of die present basis for rejecting the claims herein of this 
s e >eetf ally requested. 

1. Discussion of the Rejection under 35 ii.S.C. § 112, First Paragraph 

Claims 1, 6-8, 11 and 12 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written requirement. Specifically, the Examine sserts that "[<:] 
added to claim I is new matter since the provisoing out of specific compounds that are not 

v . s cation is new matter. See Ex m « > 

(see the Actios, page 2) 

\y ^ v ' Cv ' ' traverse the instant rejection. 

The first paragraph of 35 U.S.C. § 112 requires an applicant to convej with reasonable 
clarity to those skilled in the art that, as of the filing date, the applicant was in possession of the 
claimed invention. Applicants submit that the present application indeed meets the requirement. In 
the present application, Applicants' claimed invention is directed to compounds of formula (I) minus 
one specific species, 2-inethyl-6-trifiuoro.mediyl-iM-indofe-3-carboxy]ic acid benzothiazol-2- 
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1 in )< v > s i It ii(Np is i [tun mlis i , .is t sh 
sufficient written description in the originally-filed specification that conveys with reasonable clarity 
lo those skilled in the art that, as of the filing date, Applicants were in possession of the claimed 
m ciuoi v c \u' a 

With respect to provisos added to claims during prosecution to exclude aspects of the prior 

art. f fay , > and 1 if nham , 194 U.S.P.Q. 18? (CCPA, 1977} (hereinafter, 'I n re Johns on"), 

the Court indicated, 

Inventions are constantly made which turn out not to be patentable, and 
applicants frequently discover during the course of prosecution that only a 
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: v t mg date) would... let form triumph 
•-we subsUf^ i 

^ « • *i vctes muely hec< i e c <• \ ^ ^ , 
1 n svhen he filed i 

emphasis added). 

The Court went on to rule that, 

Here, as we hold on the facts of this case, the 'written description' hi the 
1963 application supported the claims in the absence of the limitation, and 
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» y a i circumstance 

1— C ' r ' r< ffied, a nd are 

r m . y ; i ild. at 196. 

emphasis added). 

Furthermore, in Ex parte Parks, 30 U$PQ2d 1234, 1236 (Bd. Pat. App. & Inter. 1993), the Board 

case for lack of adequate descriptive support under the first paragraph of 35 U.S.C. i 12." [See also MPEP 
§ 2173.05(3)]. 

ic >roviso added to claim 1 to exclude one specific compound cited in 
prior art, i.e., a compound to which Applicants are not entitled to. Such proviso does not create an 

>. 1 M, I ! , 1,1 >_ _ _ 

Court of Customs and Patent Appeals, its ruling controls over Ex parv s a 1 * s , . v 

the Patent and Trademark Office Board of Appeals. 

Applicants submit that the Exan - n \ 
improper. Accordingly, Applicants respectfully request reconsideration and withdrawal of the rejection. 

II. Conclusion 
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Respectfully submitted, 
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